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3.n Copies of the certifiecl copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Notice to Applicant(s) 
1- This application has been examined. Claims 1-24 are pending. 

Claim Rejections - 35 use 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 
102 that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was ijatented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. ' 

3. Claims 1-8, and 1 5-22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Budnik et al. (U.S. Patent No.6,01 6,204). 

4. With respect to claim 1 . Budnik et al. disclose the actuator performance 
indicator including the step of performing initial calibration procedure to produce a first 
perfomiance metric (see e.g. Figs. 5A-10 and col.14, lines 55-62), performing a 
subsequence calibration procedure to produce a second performance metric (see e.g. 
col.14, lines 63-68), comparing the second performance metric with the first 
performance metric (see e.g. col.20, lines 49-50), and outputting a performance factor 
indicative of a change in performance resulting from a change in the user serviceable 
components (see e.g. col. 10, lines 53-56). 
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With respect to claims 2-3, Budnik et al. disclose the invention as claimed 
including the step of. sending a notification that the performance factor has crossed a 
predetermined threshold (see e.g. cpl. 15, lines 30-37), and disabling the apparatus if 
thie performance factor has a crossed a predetermined threshold (see e.g. Fig.10, step 
270,272). 

With respect to claims 4-6, Budnik et al. disclose the invention as claimed 
including the Initial calibration procedure is performed at the time of manufacture of the 
' apparatus and the time a user serviceable component is replaced (see e.g. Fig. 12 and 
col. 17, lines 4-57). 

With respect to claims 7-8, Budnik et al. disclose the invention as claimed 
including the step of communication the performance factor to a service provider via 
Internet (see e:g. Figs. 13-14). 

Claims 15-21 al-e apparatus claims corresponding to method claims 1-8. 
Therefore, claims 15-21 are rejected for the same rationales set forth for claims 1-8. 

With respect to claim 22, Budnik et al. disclose the invention as claimed 
including the apparatus is a printer (see e.g. col. 1 , line 4). , 

Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See /« re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. 
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Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1 , 1 994, a registered attomey or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

1 . Claims 1 , 9-1 5, 23-24 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-3, 5-8 of U.S. 
Patent No. 6,687.634. 



10/725.636 U.S. Patent No. 6.687.634 



1 . A method for monitoring the performance of an apparatus 
having user serviceable components, comprising the steps of: 
performing initial calibration procedure to produce a first 
perfomnance metric; 

performing a subsequent calibration procedure to produce a 
second perfomnance metric; 

comparing said second perfonnance metric with said tirst 

performance metric, and 

outputting a performance factor indicative of a change in 
performance resulting from a change in the user serviceable 
components. 


1 . A metiiod for monitoring the perfomiance of an apparatus 
comprising tiie steps of: 

performing initial calibration procedure to produce a first 
performance meti-ic; 

detectina the oresence of a third oartv user serviceable 
component bv identifvina the absence of a predetermined 
electronic label: 

performing a subsequent calibration procedure to produce a 
second performance meti^ic; 

comparing said second performance meti-ic with said first 
performance meti-ic, and 

outputting a performance factor indicative of a change in 
performance resulting from the use of said third oartv user 
serviceable component. 


9. A method for monitoring the performance of an apparatus 

comprising the steps of: 

performing initial calibration procedure to produce a first 
performance metric; 

detecting the presence of a third party user serviceable 
component by identifying tiie absence of a predetermined 
electronic label; 

performing subsequent calibration procedure to produce a second 
performance metric; 

comparing said second performance metric witii said first 
performance metric, and 

outputting a performance factor indicative of a change in 
perfonnance resulting from the use of said Wiird party user 
serviceable component. 


1 . A metiiod for monitoring the performance of an apparatus 
comprising tiie steps of: 

performing initial calibration procedure to produce a first 
performance meti-ic; 

detecting Uie presence of a tiiird party user serviceable 
component by identifying tiie absence of a predetermined 
electi-onic label; 

performing a subsequent calibration procedure to produce a 
second performance meti^ic; 

comparing said second performance meti-ic witii said first 
performance meti-ic, and 

outputting a performance factor indicative of a change In 
performance resuiting from the use of said third party user 
serviceable component 
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10. A method of identifying the presence of third party 
replacement consumables in an apparatus the method comprising 
the steps of: 

reading first information indicative to an amount of consumption of 
a consumables from an electronic label for an originally installed 
user serviceable component; 
storing said first information; 

subsequently repeating said reading step to produce second 
information indicative of an amount for consumption, and . 
comparing said second Information with said first information 
thereby identifying an inaease In the amount of the consumable; 
outputting a replacement indicator Indicative of an increase in the 
quantity of said consumable. 


2. A method of identifying tiie presence of tiiird party 
replacement consumables in an apparatus the method 
comprising the steps of: 

reading first Infomiation Indicative to an amount of 
consumption of a consumable ft-om an electironic label for an 
originally installed user serviceable component; 
storing said first infomiation; 

subsequentiy repeating said reading step to produce second 
Information indicative of an amount for consumption, and 
comparing said second infomiation witti said first information 
thereby identifying an increase in tiie amount of the 
consumable; 

outputting a replacement indicator indicative of an increase in 
tiie quantity of said consumable. 


1 1 . A method of identifying invalid service claims for an apparatus 
having user serviceable components, comprising the steps of: 
performing initial calibration procedure. to prodece a first 
performance metric; 

performing a subsequent calibration procedure to produce a 
second performance metric; 

comparing said second performance metric with said first . 
performance metric; 

outputting a performance factor indicative of a reduction in 
performance resulting from a change in the user serviceable 
components witii a tiiird party user serviceable component, and 
determining the validity of a subsequent service claim according to 
said performance factor. 


3. A metiiod of identifying invalid service claims for an 
apparatus having user serviceable components, comprising 
ttie steps of: 

performing initial calibration procedure to produce a first 
performance meti^lc; 

performing a subsequent calibration procedure to produce a 
second performance meti-ic; 

comparing said second performarice metic with said first 
performance mebic; 

outputting a performance factor indicative of a reduction in 
performance resulting from a change In tiie user serviceable 
components witii a tiiird party user serviceable component, 
and 

determining tiie validity of a subsequent service claim 
according to said performance factor. 


12. The method of Claim 1 1 furtiier comprising ttie step of 
establishing tiiecost of providing service for tiie apparatus 
according to said determined validity of tiie service claim. 

13. A metiiod of identifying invalid service claims for an apparatus, 
wherein certain originally installed user serviceable components 
include an electi-onic label, the method comprising the steps of: 
performing initial calibration procedure to produce a first 
performance metric; 

ucicuuiiy iiie presence oi a uiira party user serviceaDie 
cqmponent by identifying the absence of a proper electronic label; 
performing a subsequent calibration procedure to produce a 
second perfonnance metric; 

comparing said second performance meh-icwith said first 
performance meti^ic; 

outputting a performance factor indicative of a change in 
performance resulting from tiie use of said third party user 
serviceable component; and . 

detemiining the validity of a subsequent service daim according to 
said perfonnance factor. 


4. The method of claim 3 furtiier comprising tiie step of 
establishing tiie cost of providing service for tiie apparatus 
according to said detennined validity of tiie service claim. 

5. A metiiod of identifying invalid service, claims for an 
apparatus, wherein certain originally installed user 
serviceable components include an elecb-onic label, tiie 
metiiod comprising the steps of: 

performing Initial calibration procedure to produce a first 
performance meti-ic; 

detecting the presence of a tiiird party user serviceable 
component by identifying tiie absence of a proper electi-onic 
label; 

performing a subsequent calibration procedure to produce a 
second performance meti-ic; comparing said second 
performance mefa-ic witii said first performance meti-ic; 
outputting a performance factor indicative of a change in 
performance resulting from tiie use of said tiiird party user 
serviceable component; and determining tiie validity of a 

subsequent service claim according to said performance 

factor. 
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14. The method of Claim 13 further comprising the step of 
establishing the cost of providing service for the apparatus 
according to said determined validity of the service claim. 



15. An apparatus having user serviceable components enabled to 
monitor its own performance, the apparatus comprising: 
means for perfonning an initial calibration procedure to produce a 
first performance metric; 

means for performing a subsequent calibration procedure to 
produce a second performance metric; 
means for comparing said second performance metric with said 
first perfonnance metric; and 

means for outputting a performance factor indicative of a change 
In performance resulting from a change in the user serviceable 
components. 



23. An apparatus having user serviceable components, the 
apparatus being operable to monitor Its own perforinance and 

comprising: 

means for performing Initial calibration procedure to produce a first 
performance metric; 

means for detecting the presence of a third party user serviceable 
component by Identifying the absence of a predetermined 
electroniclabel; 

means for performing a subsequent calibration procedure to 
produce a second performance metric; 
means for comparing said second performance metric with said 
first performance metric; and 

means for outputting a perfonnance factor Indicative of a change 
in performance resulting from the use of said third party user 
serviceable component. . 



24. An apparatus having user serviceable components, certain of 
which have electronic labels, and having consumables in the user 
serviceable components, the apparatus, comprising: 
means for reading first information indicative of an amount of 
consumption of a consumable from an electronic label for at least 
one originally installed user serviceable components; 
a memory for storing said first information; 
means for subsequently reading second Information indicative of 
an amount for consumption of said consumable from said 
electronic label; 

means for comparing said second Infomnation with said first 
information thereby identifying an increase In the amount of the 
consumable; and 

means for outputting a replacement factor Indicative of an 
inaease In the quantity of said consumable. 



6. The method of claim 5 further comprising the step of 
establishing the cost of providing service for the apparatus 
according to said determined validity of the service daim. 



7. An apparatus having user serviceable components, the 
apparatus being operable to monitor its own performance and 
comprising: 

means for performing initial calibration procedure to produce 
a first performance metric; 

means for detectino the presence of a third party user 
serviceable component bv identifyino the absence of a 
predetermined electronic label: 

means for performing a subsequent calibration procedure to 

produce a second performance metric; 

means for comparing said second performance metric with 

said first performance metric; and 

means for outputting a performance factor Indicative 

of a change in performance resulting from the use of said 

third party user serviceable component. 



7. An apparatus having user serviceable components, the 
apparatus being operable to monitor Its own performance and 

comprising: 

means for performing initial calibration procedure to produce 
a first perfonnance metric; 

means for detecting the presence of a third party user 
serviceable component by identifying the absence of a 
predetermined electronic label; 

means for performing a subsequent calibration procedure to 

produce a second performance metric; 

means for comparing said second perfonnance metric with 

said first performance metric; and 

means for outputting a performance factor Indicative 

of a change in performance resulting from the use of said 

third party user serviceable component. 



8. An apparatus having user serviceable components, 
certain of which have electronic labels, and having 
consumables in the user serviceable components, 
the apparatus, comprising: 
means for reading first information indicative of an 
amount of consumption of a consumable from an electronic 
label for at least one originally installed user serviceable 
components; 

a memory for storing said first information: 
means for subsequently reading second Information 
Indicative of an amount for consumption of said consumable 
from said electronic label; 

means for comparing said second Information with said first 
information thereby identifying an inaease in the amount of 
the consumable; and 

means for outputting a replacement factor Indicative of an 
inaease in the quantity of said consumable. 
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Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the independent claims of the present application differ from the 
patented claims in having the phrase: "detecting the presence of a third party user 
serviceable component by identifying the absence of a predetermined electronic label" 
or the equivalent language, In order to monitoring the performance of an apparatus , 
applicant must base on a calibration procedure, performing the analytic tests on the 
third party part, and particularly to the model and analysis of the system resources. 
Therefore, the subject claims are broader than the Patent claims. It would therefore 
have been obvious to modify the claims of U.S. Patent No. 6,687634 to claim the more 
limited " detecting the presence of a third party user serviceable component by 
identifying the absence of a predetermined electronic label ". 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Hien X. Vo whose telephone number is (571) 272-2282. 

The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, John Barlow can be reached on (571) 272-2269. The fax phone number for 

the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more infonnatlon about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-91 97 (toll-free). 



HIEIM VO 

May 17, 2004 
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